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!V th l,rdia s re.jeri acl]essio| io tl-re l/adrid Proiocol, .,vfich w i ikely be fc or,,,ei l;. --].-:..-:
Asian Lr.JUfitiies inc,Jding -,ihaiianc aIC [\,4a]?:ly's a. joii.lng re l,laor a sysier \",, ar.i iJe i. .a :
DU;n ng icpic affong stakeho ders. ,&itna Zhxi1fi tiliks \,! ih la,r.vers aralrf d the .eO o:- tc i ra : _:

wlrat's bFjh nc Llte siryiple orr!-i iin,l sysien.l

n July 8, 2013, Asan powerhouse ndia offcally jo ned lerm mpact rema ns io be seen
lhe N4adrd sysiem a big slepfon/iard in the governmeni's Therea m pact, both at the Reg stry evel a n d the enforcement
ambiton for its lP reg meto belier co m piy with nternairona evel wil ony become apparent alterthree orfour years says

staidards Prtyafki sah, a senor Essocate ai wada Ghandy & co n

aa

[.{umbai
Sah says thai at this stage t s nol

cedaif wheiher the lnd an Trrde [4€rks
Reg siry would be in a pos t on to handle

Madrid systemr despite its cost itre rurthel appr cations under the Lradrid

'' o lJ" ','','administrative convenience, 'Gvef ndias -qi" t,,0".,*
not be conducive for lndia. :'r - 'j' '4'r- pd t1e'" d f6ad orred6-ra'L ' r'^ 'd d

SafirAnancl. seniorpaitlet. head afttadefiarks. andAnad nNoida furlh e r points olt lhal

Anand and Anana ** j:iHfl:P.ljfi"::T::: ::;T:il:
cond!cve for lnda'

'be".,e d'": PAr dpr.6or
country n the word !,/ith five lrademark
offces. There s no nationaized offcefor

s

The
and
may

P practlioners nthecounlry. rnany taken by surprise br. the h..: r!n_aiie.s Thus for overseas appicants theiursdclion
governmeni's ralher sudden announcernent slggest that the ... -,. s aei€.n ned bythe address oftheiragents

lgeneraly be welcomed b_v lndan compane: --::.:!:n!!lhthissihalwhethernajoatyoffilngsare
especia y snralland med!m-szed entrtes bli that lh: :-!, -;:::--: - Dehi theTradeMarkRegslryirestoassgnal
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A Madrid Conundrum

Local counsel ate in the best
position to advise on the proposed
mark, conduct clearance searches,
ensure compliance with the requisite
formalities and monitor third party
marks based on prevalent law and
practice in the jurisdiction.

- Shie Ying Liew. paftner

Wong Jtn 
^lee 

&Tea, Kuala Lumpur

,,

Southeast Aslan Natons (ASEAN), t/il
jon as pa( or ihe ASEAN Economic
Communiiy.

CentralAttack
Praclitoners n the reg on see exct ng

tmes ahead for promotng P and
nrprov ng arvareness But concerns are

a so raised reqard ng the ltrladrd system
and ts app caton n each coniracing

One ofthe most v sib e diff cu lies !sing
N{adrd s the threat of a centra attack.
The Uadr d system allo,,,,s applcants to
f e on y ofce at a parilcular home base
wlh the lnternaliona BureaLr oi W PO
urho w then des gnate the applcaton
io targetng lurisdictons Nowever the
syslem aso provdes that dur ng the first
f veyearsof a [/]adrdfil ng oncethebas c
app ic€lion v/as ref!sed or cance ed. a

the nlematona rellstraton based on lt
w aso be cance ed. This process s

a so known as the centra attack
Centra attack may pose a probem in a common law

lursd cton slch as lnd a where use'confers beiterthan righis.'
says Vkram Grover, an experienced P awyer and pricipal of
Grover Law n De hi

the adm nistratve set up ratherthan
the ega system s the cause of th s prob en Naqeeb Nawab
principa associate at ZeLrs P n New De hi po nls out that n a

a3

- Ranjan I'larula. painer.

Ranjan N arula Associates. G u rgaatl

,,

:! -:.:r. i ngsiothejursdctonofN4umbal'Anandexpans inaddlionto nd a s recent access on theph ippines Efd Net/
-_::':re proiocol when a foregn propretor fies wth the Zeaandlonedthesyslern n2012 8y2015 Tha and l\,ta aysia,_::-_::r_a ofice hedoesnoigeitochooseiursdclronquteas lndonesa t4yanmar. Brune and Laos, a I oi il-re Assoc at on of

aa

ffi

he does by se ect on of his agent Anand says the arrangemeft
wrl lkely resu t naddllona admnsiratveexpefse rather ihan
a cost savfgs for nrosl P o$,ners. as they may have agenis
spread across fdia.

Ashutosh Kane apa.tneralWSKane&Coin[4umba] agrees
that lvhether or nol [']adrid works wel n ndia w I large y depend
on ho!/ effect ve y it s ut zed and how eff cieni y r s nra ita ned
and rnplemented by the Trade t,tarks Reg slry oif c_as

And .lght fow ths seems qute a
.ha eige for the offces civen the
a.ge b3ck og n ciear ng requests f ed to
record chan!es in ovriersh p, the ssue oi
propretorship is lkely to become a thorn
in the flesh oJ the Trade l,/lark Regslry
in cases vrhere a request to record
assignment or change of name s slil
pend ng re appicatons rntended to be
used as home applcatonsiregistratons'
for tuiad d fi ngs says Sanrla l\,lehra a
patner !'/iih Remfry & Sagar n c!rgaon

To nrake matters v/orse, Anand
adds that the Trade tulark Reg stry a so
acks ira ning for the exanrinaton He
ctes a recent order by the ntelectua
Properly Appelaie Board which hed
that 'an exanr ner s on y competenl to
ssue oblectons but nether to hear af
app cation for acceplance nor to hear
any oppos t on. He a so says that many
sen or Reg strars are dLie for ret rement
in the next few months wh ch wi expose the system to either a iurrsdictioi lke nda.wherelargenumbersofbothdomestcand
delct ofmanpoweroran nexperenced lot ofexam ners niernatoia tradernarkapp catonsand regstrailons area ready

Wh e alrthorites in ndaarest work ng towards a smooth on the records ofTrademarks Registry chances ol ailack on the
transton to [']adrd lhe system lras a so been on the agenda bascappcatonorbascregstralionbyurayofobjecionsfrom
oi P oifces e se!/here n the reg on. There has been andwl theTrade[]]arkRegstryoropposltonbythrdpartyarehigtr.
conlinle10be atrenCforAsa Pacfccounl.eslolointhewords ln l\'lalays a SheYngLiew a partner at Wong .l n Nee 8 Teo,
mosi wide y lsed nlernat ona tradenrark registraton syslem says centra attack w be a biq prob em once the country loins

ln lndia, a decision in opposition
takes about five to six years. Thus
any negative decision in lndia would
result in international registration
being cancelled during the time
period.



A N/adrid Conundrum

N/ladrid. Alpresent,theMaaysanirademarkexamnersappya Lawyersagreethatiisdiffcuitoavodcerteei.....'..-..
fairy high standard when itconres todeiernrin ng wheiherornota but appllcanis wll have advantages l ng i _-':::::_. -
mark is capable of d st nglrsh nS compared io oiherlur sd ctons shorler examinalion perod. 'We advse oLrr

such as ihe Un ted K ngdom, and Singapore says Liew have the bas c applcat on acceptedlpast ihe

aa
Most of the international filings
will be made by established and
successful lndonesian businesses,
not the notorious trademark pirates
that still file domestically.

where poss b e ana e.slre :-:: : 3as c
registraton s not \'..r nera! e ior rEnoval
f.r non Lrse or .rt'e^r se !! nerab e

says SLre lronside a pan.er:i Ba dw ns

lrons de says the lnte leclua Properly
Offce ol Ne$ Zea and is usla y qlrck
issung a Notce of Accepiance or a

Compliance Report n mosi cases.
wihn four to sx weeks of f ing an

applcaton.'As New Zea and incudes
examination on bolh re at ve and abso uie
grounds, a New Zealand app caton
can therefore glve an eary ndicaton of
poienta registrabilty ssues," she adds

Not A Problem
While some pracit oners are

concerned central attack s polenlia
damages olhers seem ess threalened.

- Januar Jahja. patlner,

JanuarJahja & Painers, Jakafta

,,

Also L ew says thai the exanr ners have the tendency to clte
prior marks aga nst pend ng tradernark app icalons where there
is a common word oreement appearing ntheprormarkseven
ttrough the pror marks may not necessarily be conflsngy or
deceptvely s m arto the pend ng appicatofs.

Thailand lendslo have s m arsituatonduetostrctexam nation
requ rernenls. 'The Tha Trademark Otfce s very stubborn
in terms of hav ng rather unreasonably str ct requ remenis for
trademark regstralion says Rltorn Nopakun a pariner at
Domnern Somgat& Boonma in Bangkok

Say Suintaya, a partner at Baker & fu]cKenzie n Bangkok.
agrees ihat centra aiiack will beconre a mator dfficulty ior

Cheah Chiew Lan, a partner at Tay & Partners n K!ala Lumpur,
tels Asla P that cenlra Etlack wil not be a huge probern n

Nla aysia as hgher examlnaton siandards tend to resut n

trademark registrations with better qla ly and the number of
marks be ng attacked wthln the f rslfve years oi reg straiion may

ndonesia w I ikely to fnd tsel n s m ar s tuation according
to Januar Jahta managing partner at Januar JEhj€ & Partners
n Jakarta. 'N,lost of lhe nternatona filnqs w be made by
estab shed and successful ndonesan busnesses noi lhe
notor:ous trademark pirales that stil file domestca y These
appicalions are more ikey to be stronger and ess open to

Thailand based N'ladrid filngs as
Thaland is probaby one oi ihe most

dffcu i jurisdictons !n wh ch to reg sier

.The Tha tradenrark registrar
s conservatve n cons derng

disi nciiveness issues I wou d be
qu ie risky for an app icant 1o re y upon
Tha and for ihe r bas c app caiion and
base itre r nternaiona registraton on
the same,'adds Sul niaya.

Another adm n sirEtive cha enqe
comes from the speed app cations are
processed n loca trademark offces 'For
Lladrid app icatons emanaied from ndia
as the home country, cenira aiiack m ght
be a problem because I usualy iakes
very ong t me Jorthe irademark oiices 10

dispose ofihe oppostion matters Thal's
why t ls d trclLi to conce ve that how the
reilrsals and dec sions on oppos lions can
years' savs Sushant Sinah, an advocate
Assocates nNewDelh. Sushant Singh says ihal centra attacked sho! d be seen as a

'ln ndia,adecisoninoppostiontakesaboutfveiosixyears. mechansm to prolect irademarks nternaliona y. 'lnda shoud
Thus any negatve decson n ndia would result n nternEtjona notbeaffectedasiithereisaforeignappicant,whoseappicaton
reg stration being canceled durlng the tme perod, explains has been reflsed n home counirylhen lhe sanre shallbe ileated
Ranlan Naru a,aparlneratRanian Naru aAssocates nGurgaon. as refusa n ndia," says S ngh

3a
There are two ways to attack a
registered mark in Thailand, by
grounds of non-use or bad faith filing.
It is very difficult to succeed in a non-
use cancellation.

- Darani Vachanavuttivang, ca-nanaging painer.

Tilleke & Gibbins. Banqkok

,,

be done within fve oppos tion or cance ation thus creat ng few rea opporiunites to

at Sushant S ngh & centrc y altack such an applicaton '

EI



A N/adrid Conundrum

Hemant ThadhEn an assocaie at Krshna & Saurastr n

[/]!mbal agrees that cenlra altEck was des gned io mainta n a
baance between the advantages made ava abe by the NladId
system to niernatona appicants and the nlerests oi thlrd

For nstance. he says cenlra attack provdes an opportunty
to restra n exienson of proieciion of the basc app cation to

othercountres wheren the bas c applcaton has been coped or
adopled d shoneslly and nbadfalth

After al as Hemanl Sngh at ntil Advocare puts t. oustng
an nternaliona app caton wth a centra attack s nothing easy
''The base reg strat on t/il rnosl I ke y be the strongesi protect on
ava abe for lhe patcu ar trademark n the home jursd cton of
the app icant, rnpying prloruseand a stailrtory rght. Therefore,
an opponent may choose to th$art the reg sirallon n the
nterested lursdclion ony rather than engaging in a centra

al, suggesls Grover f themark n qLreston ls vulnerable, the

lrademark owner nray iry 1o resolve the d spute wth the person

who atlacks the basc app caton or regsiration This nray

prevent the trademark o\,/ner from osng rghts n the home

But n Tha and while a counterstatement or rebutlal might

urork wih an oppos tion or cance laton atiack appealngloll-re
Trademark Board n the case of a Reg stry oblect on m ght be an

exercise n nriilty, accord nS io Suiintaya
The Trademark Board sassirclas ifnotstcierihan the

Tradernark Regstrars The Trademark Board rarely overiurns

oblectons n respect of d silnctveness ra sed by the Reg strars

As slrch, En appea s often ike fogging a dead horsei t rnay

re!eve sonre frLrsiraiion but t will not get you anywhere adds

Sul ntaya
Adequale preparalon salsoneeded n order to avo d cenira

attack Jose [,ladan executve d rector at Khatan & Co n

l,lumba. tel s As€ /P thai in nd a 1 is necessary ior a irademark
lo be used conl n!ously 1o avold attack on grounds of non-use.

'One may cons der cary ng out an ava ab ity search in each

des gnaied contract ng parles oi nlerestprortofingaNladrd

Any Way Out?
Pracltoners in the regon have offered a varety of ways

10 get around centra allack underlhe l"'ladrd sysiem Frstof

Are ASEAN's Madrid preparations adequate?

The seven ASEAN colrntries that have yet io sign onto ihe
l,4adrid Protocol have less tha. two years until ther ofilcia
accession js schedule, according to goals set out n the
Assoclation of Souih East As an Nations (ASEAN) lnteleclual
Property Rights Action Plan 2011-2015. [,4ost ASEAN menrbers
are already preparing lor ihe accession. though some counlries
seenr to be siruggling with manpower and funds whlle seeking io
make vital preparalions.

While ASEAN members have sirategic plans embodied in the
aciion plan, there needs 10 be dramaiic legal and admifistralve
changes io accommodale ihe coming lnJlux ol registratiofs.
Adjustmenls 1o lhe lP offices ofthe ASEAN countries should aim
io streamline lhe examination process and io shorlen iradernark
registralion iime.

lmprovements to Administratioh
Karen Abraham, a partne. and head of lhe lP deparimenl at

Shearn Delamore & Co in Kuala Lumpur tells Asra /P: "Though

lhere were delays previously, the authorilles are agglessivey
trying lo put lhings n place She adds that the lnieLlectual

Propery Corporaiion of lualaysa has recruited 20 or more
examination officerc and training is akeady undetuay.

The offlce has already expedited most ol the backlogs as ii
'wants to clear everything up and put an lnfrcstructure ln place

belore oflicially signing on to the Madrid Protocol." she says
Such anticlpatory acuoos are shared by the lndonesan lP

office, says Toeti Roosseno an lPR consutani ai Blro Oktmi
R.osseno in .lakada 'Since 2012. lhe Direciorate General
oi lntellectual Properiy (DGIP) has begun using the lndust al

Propefiy Auiomaion System (IPAS) for flling lP applicauons.

Hopefully, by 2015. the use of this syslem can suppofi the

high volumes of iraclemark applcation filed ihrough the Madrid

Fudher, Roosseno says, DGIP has slgned a cooperaton

agreemeni with WIPO to develop ihe IPAS sysiem. For

irademarks ihe system was fnalized in lvlay 2013. The system

ior palents !s expected to be fjnalized in October 2013, and the

lndlrsirial design system if Novenrber 2013. lf DGIP succeeds
ln d-.velop ng the IPAS system with ihe nfrastructure needed to

run the program ii will be able to manage the high volLrmes of
applicalions, he says.

However, not all ASEAN countries have taken sutricent
measures to prepare for the adoption of ihe ,\4adrid Protocol,

some because lhe country s simply unable to do so. I\,4oLrane

Simoungkhot, general director and senior corsutant at Lao

lnierconsult in Ventiar,e, explains to Asla /P that the challenges

Laos needs to address includes lhe delay ln trademark
regisiraiion. refusal, opposltion, cancellaiiof grant and

infringemenl action." The greater problem for Laos however, "is

due lo ack of resources, in [boih]manpower and funds.'
On the oiher hand, Nettaya Wamcke, a partner at Domnern

Somglat & Boonma in Bangkok, says thai although the Thai

irademark oflice is speeding up ihe prccessing ofapplicaiions lt

mayaciua ly be sharpenifg a double-edged sword. She explains

thai the otrice is irying hard lo cope wlth the lncreasing volume

of appiealions. The adoption of several methods to speed up

the examlnation process has led 10 the waiting pe od being

successfuly reduced, but the lncomprehensibility of ofical

Legislative Amendments
Slmoungkhot s3ys that Lao plocedure, regulations and even

laws need lo be amended accordirgly, though ihis williakesome
time and wil need intemaiional asslsiance, ' he adds

Conversey, Laos ASEAN allies have already made or ale

makinq amendments to laws so as io comply with ihe luadrid

Warncke polnis out that the Thai irademark offlce has been

luly aware of necessary changes to the legislation and has

incorporated thenr in the dratt amendnreni of the Tradenrarks



A l\,4adrid Conundrum

applcaton so that ihe pror app cants in these countres do not
consder attackng ihe lnd an mErk,'srggests Niadan

fhe saiest way. as Thadhan suggesls. s to s mpy f e an
nternallona applcaton on the bas s of a basic app icaton after
a perod offve years when ihe nternatona app caiions becom-.
ndependentfrom the basc app calion

Franck Folraere. manaqna padner al Ananda nie ectua
Prope(y if Bangkok says that centra attack s someth ng to
be aware of bui noi someth ng to be scared of. The rsk can
m t gated. f yo! go on y w ih marks reg siered for more than live
years. idoesnl exist anymore

Fougere says ih s w very key be the case n Thaiand I

don l lh nk the firsl generaion users of N,ladrd in Tha and w
be SMES As lP attorneys we w frsty recommend large Tha
companeswho have nlernationa actvtes appyfortradernark

f five years are too ong io urait, experis suggest using a
oca regslration rather ihan appicaton as basc regslralion
for nlern3liona lilng under the lvladr d system. Daran
Vachanavuttivong co-rnanag ng partner atTlleke & Gbbns n

Banokok, explainsthe siuaton n Thailand:

'There are h,ro $ays lo atiack a registered mark I Thailand.

by grounds of non-use or bad fath f ing li s very dflcut to

succeed n a non-lse cancelation as the burden of prooi s on

the peit oner. So a centra attack agalnst a bas c reg strat on w
nol be a b g prob em as cancellation action based on bad fa th s

the only feas ble oplion to atlack a registered mark.'
Wih a basc app cation n Thalland. Vachanavutlivong says

lhe situat on w I be qlite the conlrary astheapplicatoncanbe
easiy turned down due to non-d st nctveness. And only 109'"

or ess ol these refLrsals are successfu y appeaed !/ith the

n additon,wth sometursdctonsthatapp cants m ghtexpecl
dfiicultes to base an nternatofa f inq lhey can choose to

base iher filnqs somewhere ese. Priyank Sah says that if t

is foreseen that the lnd an basic app calion may not be ega y

on a lrm foot ng and may fail, then an nd an centra attack can

be avoded by seekng natona reg siraiion n another N4adrd

Protoco country and then us ng it as a baslc applcaton for f ing

an nternaiona app caiion designatng ndia Lrnder the l\4adrd

A French av/yer wth rnore than 10 years'experrence dealng

Aci. 'The act will denniby come into force before the deadline
Thailand has conrmlited to adhere lo [\,4adrld,'says Warncke.

ln Malaysia, act ons h ave been taken to a mend the Trademarks
Aci 1976. to incorporate regulaiions lo fulnll requirements of
WIPO such as the 18 month U meline to .eglsler trade.narks, says

33

Roosseno noies that because lndonesian Tradema* Law No.
15 does notregulate the Madrid Prolocol, "the governmentis now
preparlng and draft ng a regulaiion regadingthe N4adrid Protocol
where ihe drcft is tallored to comply with the Madrid Prctocol.

Courl lnfrastruclure
The litigailon process ls cruclal to trademark enforcement.

Counldes thlnk ng abouijoinlng the Madrid Protocol should have

a coud syster. erperlenced af.l efficleni enough to deal wiilr ihe
incrcasing volume of lltigation.

Jyeshta l,4ahendran a partner at Shearn Delamore & Co ln
hLdld -u.np.r >dy5th;' lhe\4a a)s'._ lPcorns'dresee ngnole
activlty in both civl cou(s and criminal courls, from a few cases

ast year to about a dozen this year.'She expresses conndence

Not all ASEAN countries have taken
sufficient measures to prepare for
the adoption of the Madrid Protocol.
Laos, for example, faces a lack of
resources, in both manpower and
funds.

- M a u a n e S i mo u ng kh at, g e ne ra I d iector a n d se n ior ca n su ltant,

Lao I nte rcon s u lt, Vi e nti a ne

ln the court s experience and rnanpower,
sayinq that they are "excellent and dea
wiih cases very swifily."

ln Thailand, says Warncke, the lP

cou't ltsell runs raiher smoothly in the

schedul;ng of hearings and judges

appear 10 be knowledgeable and

usually provlde sound reasons for iheir
rullngs. But lhere may be problems wiih
manpower ai the level of the Slrprerie
Coud because li lakes about three years

for a declsion to be given io an appeal at
ihe Suprcme CoLrrt "

However indonesia seems to be
dealing wllh inexperience and lack
of expertise, as Roosse.o says that
altholrgh ihe commercial court can
manaoe ir. iuooes rn the corrne(,al

ll ,o- *" '"s'.,: i ,o,u,"o. '" o"'..u..
it would be better if the judges in the
commercial court would slay for longer
periods io gain better expertise ln lP.

Similarly in Laos, Simo!ngkhol expresses his worres, caLling

the Lao court system s abl ity to handle lPcases veryweak."The
cornmercial co! rt in charge oftrademark matters is a depaitment
of genera affalrs within the coud. 'Judges aIe not sufficleniy
kained orexperienced in dealing with an lP sult," he says.
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A [/iad rid Conundrum

urth nternatona f ings. Fouqere aso sLrggests that app tcar..rts

a ke can opt ior couftres havng fasler reg straton or no
exEm naton at al s!ch as Fran.e

But even f t happens. centra attack vr nol be ihe end of the
rr'orC The ssue u,th centra attack is a h storicat onewththe
Madnd Agreemeft Concern ng the nternat or.rat Registrat on of
[]larks sgnea ln 1891 To iacke the probem aong uirh other
ssues a Protoco Relaiing to the Lladr d Agreemenr !!as s gned
n 1989 by all coniractig pariies except for Ageria, whch
provdes a transfornrato. Jrom nternatona to natonal f ing
wthin three months snce the cancelaion of the fternatona
reg stral on Yes, the transformai on may cost more rnoney blrt
ts a souton to the probem. You wont ose yolr rlht says

Trademark o\r'/ners should wa t for lhe outcome of the centra
attack and flhe central attack s successf! theyshoudappy
lor transform ng the nte:natona regsiraiion nto a seres of
applcalons n each designated tursdclion says Nai,r'ab a1

ZeuslP

ta

Slshant S ngh ! so says il-rat althouqh translornraion s af
expensve andtmeconsuming opton of aslresort ihe res!trng

app caton receives the appicaton date of rhe nternatonat
registraton and enioys a prioriiy date whch s ctamed in the
r.-' o,ro-a app .a. o

On lop oi the aCd iiona costs nclrred. app cants should a so
be a!,/are that rhen a desgnated nternatona apptcaton s
transformed into a nalona appicaton t vr'it bereexamnedas
a natona appicaton in oca tradenrark offces r/arns Pryank
Sah

Christopher YoLrng a parlner al [4 nler E I son Rldd fi/atts n
A!ckand a so po nis oui that ln some l!r sd ctions, Nev Zea and
incuded. natona trademark registraton can st lbe cha enged
for a sm ar peroc posl reg strat on on mafy of the same

!rounds ES trademark oppos t on proceedings "

Specified Challenges
n additon to centra attack expens hale aso named a few

m tatons applcants should keep n nrind wh e f ng for lvtadr d
An obvousexanrpe sthe restran lnihespecfcaton of goods
Ufder the Madr d system expla ns Hemant Thadhan the scope
of goods covered n nlernatona applcaton shou.l ony be
the sanre ornarrowerthan ihe basic regstraton meanng Ja
lrademark s reg stered n a g ven coLnlry for a part cu ar sei oi
goods.ased onrh chiheownerflesan nternaliona app calion
underthe []]adrd System he i,villnot be,rb e to exceed the scope

New Zealand is a net lP importer,
which means that there will be far
more incoming Madrid applications

of gooCs covered n the bESc regslration n any desgnated

Th s coud be pad.u ary trolbesome wth colftries havi.g
!nqLre sets of specilicaton of qoods Applcants W need to
consder whether the same specfcalion can be used n each
country they wlsh to des qnate or \,/hether anrenCments w I be
required n ceria n llrisdlctions such as the US and Ch na says
YoLrng.

ndian lawyers expla n the app icaiion n ndia. Samta jtlehra

at Remfry & Sagar says that the ndian Regsiry has rssueC a

crclrar slatng ihat specJcalons be lmted to the partcuar
goods or serv ces in respect oJ \4h c1 an app cant Lrses its mark

'ThereJore the breadih of protect on ac.ordeC to a trademark
by the nd an Reg slry may be narrower than that ofiered n other
member countres $hch empoy a more lenent veur lo!,/ards
specifcatons for exanrple Beie ux penn 1s reg stralon of rnarks
for c ass'\,vide l-readings. adds [']ehra

Vactranavlltvong says the scope of protecton on the
specfcalon of goods and setuices
s an imporlani d sadvantage ior Tha
!ppicants She says that the Tha
trademark offce accepts goods and
setuces speclcElons based on ther
meanlngs n the Thai anguage and that
1re uord iss are !s!a y very specfc
As a resut she says. the scope of
proleclon of an nternat ona reg sirairon

She says wh e the N4alays an aws
and regu atons allorr amendments lhai

do nol sgnfcanty alter ihe mark using the fu]adrd systenr
app icantsw lhavelo f e new app cator"rs even v/th the s ghtest

ndlan app icants !v ll keyfndthemseves nsm arsituaton
Itlehra says the nd an Registry a o\\rs non-matera changes 1o

a nrark both dlfng prosecuton and posi regsiraion Since
l"4adrd does fol a ow any amendnreni f the owner r.akes a

m nor change to the mark ateron, tu' appeardfferentywth
the reg slrailon and this m ght raise a poteilia rskofdsputeor
even ead to cancelaion on non lsesrounds, sheadds.

Fldher Sh e Y ng LelvalWong J I Nee & Teo a so noiesthat
the lrladr{i systenr w iot al ow series mark app catons

Despite ttre ease of a single applcaton to cover nternaiiona
lrademark protect on oneshoud be remndedlhailh€ [r]adria
system snrembersonly Ear Gray, a partneral Simpson Gr erson
nAuckand pontsoltthaian nternaliora regslraloncan on!
be assgned to an entity that has a real and effectve pace o'
business or s a res dent, n a couitry that has acceded lo th€
['ladrd Proloco A nunrber oij!risdictons are not members yet
nc !d ng Canada, HonS Kong and Ta /an.

This mitaion of assgnment co!d aso works as polenlla
ilerference with an othetu se awf! asset sa e or acq! s t on
Further expaning n the context oi -rda Safr Anand says
that one needs to treai wth ulnrosl caLrtion for the assrgnme.i
process of l,ladrrd marks as one cors derat on paid ior a globa
ass gnrnenl \,r'ith an lnd an nom nation couid be lreated as i the

than outgoing Madrid applications.
- ca.l C,ta\ Dadnet - e V"d d .. .^r

Simpsan Griersan- Auckland the representalon oJ ihe trademark.
says Karen Abraham partner and head

" 
l:[':1"*'De'more&oo 
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eniire cons deraton amounl staxable n lnd a'
Other than shared concerns each contracilng parly mlghi

find oca gltches while apply ng the l,4adrid sysiem. A part cu ar
concern for Nell Zeaand is the potentia for "cllitering of the
trademark reg sier says Gray. New Zea and is a net P lmpo.ter
whch means that ihere w be far more ncomng l,4adrd
appicatjons lhan outgo ng |,,]adrd app catons'

Gray tells Asra /P that the IPoNZ estimaled thal lhere wou d
be7000109000 ncomng applcatonsduringthef rslyearthat
lhe N4adr d sysiem was ln p ace and only 200 to 400 outgo ng
app icatiofs. "Cllttering oflhe registermaylead to more d sputes
part cu ary at ihe opposiion stage of the reg straton process
a.d an increase ln non-use revocaion act ons headds.

aa

trademark regulalions such as acking dsinctveness or f
the nark is too sm ar or dentcal to an exsllng trademark n

Tha and. the trademark owner wil have to amend or correct
s!ch jnaccuracy accord nq y to Tha requlalions. I suchcases,
it w be best lor the trademark owner to use Thai trademark

Aso in Tha and Nopakln ponts out the anguag,. barrer
brings aboutthe crucalrole of a oca ageni. 'The Tha trademark
office so far has been operatng entrey n Tha. When Lladrid
comes in, tlrey w have to communicate wlh WIPO in Eng sh

r-r< Fgo-9roo.op'ob-1 .la) do l.'" o-
Loca agents are noi alowed lo handle lhe translalion at

the moment. Ths has to change. t is very mportant to have
the nfomaiion propery lrans ated.
especally the specifcaton of goods'
adds Nopakun

condiiona refusals to al Madrid app catons Thisw blnglnio
ro e of loca counse as foreign app cants cannot dkeclly appear
before the irademark offices.

ln [r1a aysia, Abraham says counselwil be needed to response
lo obiectons but t is siil nol cerla n that a loca agent s

mandaioriy requ red. We wouldn t advise app cants io respond
d recty wiih W PO regarding a N/lalays an designaton because
knowedge oJ ocal laws, regulatons and practices would be

ln the Philippines. counse is needed to comply with ihe
declaraton of use requirement, says Joseph Sarmento
a partner al Beita Cabilao Casuea Sarmlento in l,4an a
"Philpp ne lradernark regulations require trademark owners io
submt declaratons of actlra use u,ithin three years from the
nternatona reg slralion date as w-" as wthln one year from

the ffth year ann versary of the reglslraiion date OiherWse.the
mark wil b-. removed he adds.

Llany lawyers aso suggest t might be worlh to use ocal
counsel even before any obleciion is ra sed. Given the amounl
of 'tunk a ready in the system, fore gn flers !s ng N.4adrld io iie
n lndonesa vr'oud do wel io consder askng loca counse to
conducl pre mnary searches and reg strab ity opinons frst,"
says Pr!denceJahla, an assocaie atJanuarJahja & Parlners n

Jakaira Th s can save app icants iremendous amo!nts of t me

and ir limatelymoney by dentifying prob emat cprorregistratons
or stolen marks before n ng

AlhoughN4adrdonyrequresasingleapplicalon. oca zation

s somet me the key io a successfu regsration 'Localcouns,.
are in the best positon to adv se on su tab ity and registrabilty

Henrani Sinqh says ihat althoLrgh

The Thai trademark office so far has vadrid srreamrnes and simptres

been operatins entirely in Thai. when :::"iJffiT'iil, ",ff.lJJ"J i: ::i
Madrid comes in, they will have to d spute scenario, be t oppositon,

com mu n icare with wr po i n E n g r is h. Ill l?"[]j; ?i]""i3,"1"; xlT::[::
This is going to be a problem if they *1t'"" 

",:utedasperthe 
om raws

don't chanse. - 
*J5,'::ili:i:il:l':*li:::Tii

. to.c t..o" | ".r R-gi..r.-KUr tn t\aDa<un' Daln'r 
-- ..nonr.og.d r ba.o9 o (

Damnern Sotngiat & Boanna, Bangkok years n the acceptance of marks and
oppostons And N,ladr d wi onyworkif

,, *:i:::: "T:ti:15: 
y;:J;;ii:;

that the trademark offces n order
to meet the ob galion w lusi grant

n Tha and the impaci of niernallona reg straton night be
a hazard for loca app cants. Danel Gref, head ol lP at Sam
Prem er in Bangkok exp ains that th s s because once Tha and
becomesapartyofN4adrd iwil be bound to provide protection
for those niernaiiona registered trademarks This cou d ead 10

d fficu iies for the oca lrademark owners lo reg ster trademark
itrat are sm ar or identca to the nternatona reg stered
''a ._14'L< a_d ob."i. p,ole!lio . 1Th. d d '

Counsel or No Counsel?
The simplfed adrninstralve process for mult-nationa

iradernark reg straton s the sng e most imporlani reason that
the L4adrd system is so popllar Cost is saved not ony from
various offcia fees oi nat onalflngs b!t a so from attorney fees
as no counsel s required n desanaled !rsdictons

Through the l,4sdrd Prolocol. a trademark app icant is ony
required io lie one nternatonal registraton wih WIPO and
desanate the lurjsdictions of lnterest. AU could be done n the
home country says Cheah Ch e!, Lan at Tay & Parhers.

But s that al?
Noi really Cheah sa_vs ii tl-re app cat on s be ng queried or

obtected to n a designat ng country a oca trademark agenl w
bo rppoi-i6d io .6. po. d ,o .,r- .- 6. o of 6d iio-<

'ltis agood ideato haveco!nsei n lorerample NewZeaand
n orderto have a ocalconia{ noriertoavoddelay nrecevng

an exar. nElion report or ot.e. cotrespondence and lhen hav ng

to appoint a ocal Egenl " sa_vs SLre rons de al Baldw ns.

Gre f says th s is pa.l cL arry trLe n Thailand ian objecton
s ra sed ftheappcaton s .eemed to be aga nsl any Thai

5(



of the proposed mark. condLrct cearance searches. ensLrre

complance wlh ihe reqlris te forma lies and mon tor lh rd parly
marks based on prevaent alr and practice n the jurisdicton.

Daman Broadey, a parlner al AJ Park n We ington te s
As/a /P lhal he has seen a number of l\4adrd filngs des gnaling
New Zeaand lhal have not been drafted for New Zealand aw.
'The N4adrd system a ows you io tailor yoLrr goods description
for each country, aihough it can'i be broader thaf the basc
registraton. t s mporlant to make sure lhai the app caton s
opt m zed foreachjurisdicton,'he says

aa

sarne ently worldwide the IVadrd systern may be suitable. Bui
where an nternationa business has various ocal subsidares
that own ihe trademarks ndvidua f ngs are likely to be more

On top of bus ness and lega strateges, l4ehra at Remfry &
Sagar says marks which are of vla irnporlanceto the appicant,
such as a house mark or company ogo shoud preferaby be
liled separaie y at tlre natona trademark offces so that polenlia
h ndrances, inclLrding amendment. assgnment or cens ng can

A Madrid Conundrum

not sLrlable ior the |J]adrd system, as
Broad ey plts it. ihere s always the good
o d fashioned locayf ed applcaion.
Curenl y, there s no real alternalive for
app cants seeking worldwde trademark
protecton. The Office of Harmonlzaton
of nlerna Market provdes the platlornr

of the Communlty Trade Nrlark for 27
counires \r'riitrin the European Union and
theAircan Regional nle eciua Properiy
Organizaion oflers a s nr ar programme
to 18 countries in Africa but neih-.r
programme provdes a flng sysiem on

Divided lmpact

Local counsel are in the best
position to advise on the proposed
mark, conduct clearance searches,
ensure compliance with the requisite
formalities and monitor third party
marks based on prevalent law and
practice in the iurisdiction.

-Vikram Graver, principal As parl ofan iniernat onaltreaty many
. D.d rronar. b"r-.- jo g l,t"d d ,ril

Grover Law Delhj hap -ad- ra.t -.b..e-e1.
in ihe country Jyeshta lvlahendran, a

ll *' r':h"r:'' | -pJ'. 'ar . 
_-"r V" r_ < ". Vad'd

fil ngs \,./o! d be exarnined qu cker
compared lo nat onal fil ngs n order to.There s no pont for example, basng a New Zeaand

appicalon on a US registraton wth a very naffow descrpton
ol goods. So some ln lia advice from a loca altorney m ghl be
worihwhile, he says. Broad ey a so says that lh s s especally
true in places lke China where goods descrpton mght look
quite differenito other counlres io iake into account the Ch nese
sub-classes €nd aulhofized goods descriptions "

For applcanls n Thailand, Vachanavuttvong says t is
advsabe to cons!lt Thai P awyers becausewtho!tsubstantal
experience n reg ster ng trademarks n Tha and, it s quie
d ffcu l lo accurate y determ ne ihe availab lyand registrabilty

The Madrid Kind
Wh e the app icEUon on the ground ior [4€dr d m ghl d ffer from

iursdciiontojurisdiciion praciitoners around the reg on seem to
agree thata suitablefi ng for [4adrd feeds to be based on strong
honre reg stration that is ess keytobeattacked.ShieYngLew
in Kuala Lumpur says irademarks cons si ng of nvented words
and with no presence ofprior marks are the most su tab e ior the

'' t s really a queston of cost says Abraham, as ii may not
be as cosl efiect ve to use il f ngs are on y for a iew colntries
Kane agreesthat I only makes sense io f e lhrough [4adrd when
internatona regstralion s sought n arger n!mber of countres
lhal are nembers oflhe treaty

Gray atS mpson & Grierson also noiesthaione hasto cons der
ihe ownersh p structure ofa group s irademark porifo otodecide
wheiher to go with l\4adrd. 'lf a irademarks are owned by the

abdebythestcitmeines. whichwillmake t easer lo eniorce
rights in irademark infringement." Fougere says he expects
qu cker exam nation in Tha and as well.

Grover also points olrt thai a trademark under lhe l"4adrid
system may raise a presunrpt on in iavour of the owner of
having nternat onal presence and r ghts n other tLrr sdici ons.
Fougere agrees. An nternatona registration system wl
possbly help wth trademark regisirabiiiy ssues curreniy
ar sing in ThE and such as reg slral on of we I known marks
and ev dence of d sl nctive character of a r.ark wh ch wou d
have been accepted n fore gn countr es '

R ghl nowthecouarsand reg stry m ghtsaythey are notbound
by anyth ns which happens ouis de Thailand. But when they are
part ofthe inte rnational syste m with common aws and procedure
apply ng hope that Tha and w I learn from llr s inlernatonal
experience, says Fougere.

An overa ncrease ofiilngs s expecied by practiioners from
all the jurisdiciions recenty toined or about io jo n the l"ladrd
systern Locai businesses in As a's emerging markels wi be the
biggesl benefciaries ofthe access on

The irnpemeniaion of N.4adrd n Tha and will result n a
greEler number oflrademark applcatons in Tha and especally
by SlvlEs. Thjs wil be a positve deveopmeni for trademarks in
Tha and and assist commerce for the benefl of Thal socieiv."
says Gre f

Thadhani a so says lhai the cost advantase offered by the
N4adrid System may encourage SlvlEs to consider lnda as
an opton for designaton and uunatey gel lheir lrademarks
enforced more eas y n case ol nlr ngement



A lVadrid Conundrum

ln lhe Philppnes accesson to Madrd might aso hep
aleviate irademark squati ng. says Ed tha Nechanova, a veteran
jP practtioner at Nechanova & Co n [4anila. Jonng N4adrd
.o! d encourage overseas trademark owners to designate the
Ph pp nes because t wo! d be less costy for them, compared
to f ng d reclly '

N/lahendran at Shearn De amore sees sm ar trends n

[,la ays a.'One-slepf ng procedure and des gnaton olcounlres
w resut s a higher probab iiy of foreigf owners wanting to
reg ster iheir marks n [4alays a Th rd part es wou d therefore be
more cautious n iheiractofs in adopting irademarks wh ch ihey
do not own." she adds

Sushanl S ngh E so notes that for des gnated countries the
exam nat on process vr' I I ke take plEce s mllianeously n two
or more colntries Ths brings prompty to the notice of tire
reg strants the nfr ngers exisling on records of the reg stry. The
infrnger wou d n most casesfalerlo copy the trademark ofa
genuneproprelor Thsw a so he p to redlrce p racy to a greal

However, many awyers are not as conv nced that irademark
inirngement casesw be reduced by ntroduc ng an internat onal
filng system Broadley says thal ntheory havng lt4adrd mlghl
make t eas er for a trademark owner 10 reEt ster marks but he

has nol seen any sgnfcant ncrease n number of trademarks
app icatons being f ed n Ne!,/ Zea and s nce Madrid came into

Gray says ihat n Nevr' Zea and, I\4adr d m ght actually ncrease
the incidence of trademark nfrngements and infringemenl
proceed ngs. 'This s because ' he exp a ns. as the trademark
reg ster becomes rnore cLuttered lvith tradernark reg stratons so

toow therskthat nirngements wil occur N4utinaUona s that
have oblaned a trademark n New Zeaand may also lake an

aggressive approach to enforc ng lheir rghts."
klany lndian awvers are also skeptca about the impaci on

nJr n gement cases. Pryank Sah says fore gn trademark owners
do not have to reg sterlheir marks n lnd a to enjoy the protect on.

'Courts n lnd a have been grsnt ng very effect ve orders even
ai the nterjm stage where there of trademark
nirngement or passlng off. Trafs border repllaton s vre

recogn zed by courls for unreg stered marks ''

N/ladrld s a i ing sysiem that mighl weaken geographica

boundares for the purpose of reg silalion trademarks but I

doesnt conlro the use of a mark," says l,4adan At the most,
nd an infrinqers mav ih fk twice End conducl a search on ihe
Lladdd database for ascerrain ng the mark's posion before
using i

n ndones a Prudence Jahja erpecls hardly any decrease n

trademark squatiing aflerthe nlroduclion ol Nladrid. Tradenrark
squatt ng has deve oped nto someth ng of a coiiage ndustry ln

ndonesia over ihe years Altho!gh the ncreased fore gn fil ngs
mighi make t harder for squalters loinngNladrdw unllkely
make actualdifference on th s situalon' she says EE
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